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I. REAL PARTY IN INTEREST 

The real party in interest in this Appeal : 

Nokia Mobile Phones Limited 
Keilalahdentie 4 
02150 Espoo, Finland 



II. RELATED APPEALS AND INTERFERENCES 

There are no directly related appeals or interferences regarding this application. 
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III. STATUS OF CLAIMS 

Claims 1-15 are pending in the application and have been finally rejected. All claims 
stand rejected. 

The claims on appeal are claims 1-15. 
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IV. STATUS OF AMENDMENTS 

An Amendment after Final was filed on June 10, 2003 in response to the Office Action 
mailed April 14, 2003. The amendment was not cntcrcd denied entry as indicated in the 
Advisory Action mailed August 22, 2003 (Paper No. 25). 



6 



V. SUMMARY OF INVENTION CLAIMED SUBJECT MATTER 

The present invent i on is C laims 1. 7, and 8 are directed to determining the position of a 
mobile communications device or mobile station 16 within a cellular network (Abstract, 
FIG. 4). A cellular radio telephone network is made up of base transceiver stations 
(BTS) 1-6, each serving a corresponding geographical cell area. Base station controllers 
7, 8 each control a respective subset of base transceiver stations. A mobile switching 
center 9 is linked to the base station controllers 7, 8 and a short Message Service - 
Service Centre (SMS-SC) 10 (Page 6, lines 15-19; FIG. 4). 

If a network application 14, 15 makes a request to the Mobile Positioning Center 13 to 
determine the position of a mobile station 16, a "locating list" of base transceiver 
stations suitable for determining the position of a mobile station served by that base 
transceiver station is transmitted to the mobile communication device 16 from the 
cellular network (Fig. 4; Page 7, lines 26- 30). The data comprises a pre-determined 
list of radio channels corresponding to respective radio transmitters of the cellular 
network. For each of the base transceiver stations 1-6, the mobile positioning center 
13 holds a "locating list". The mobile positioning center 13 selects the set of base 
transceiver stations corresponding to the serving base transceiver station, and this set 
or list is transmitted to the mobile station 16 via the serving base transceiver station 
(Page 7, lines 35-37). 

The predetermined list is determined beforehand on the basis of the approximate 
position of the mobile communication device and in accordance with geometrical 
requirements for position determination (page 8, lines 4-5). A base transceiver station 
suitable for use in position determination can be relatively remote from the mobile 
station 16 as only a unidirectional radio link from the base transceiver station to the 
mobile station 16 is required (page 8, lines 1-3). The important point is that the 
identified base transceiver stations have an optimal, or near optimal, geometry for 
position determination (Page 8, lines 1-5). 
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The mobile communication device 16 can monitor signals received from base 
transceivers station and listens on the identified channels, or on other channels that 
exclude the identified channels ( page 6. line 31; page 7 line 8: page 8, lines 8-11). 
The mobile communication device 16 can determine, from the information being 
transmitted over the listened to channels, data values related to the relative geometry 
of the mobile communication device and the radio transmitters transmitting the listened 
to channels (Page 8, lines 23-30; Page 9, lines 14-25). Two terminals, such as 
terminal 17, 18 of FIG. 4 can be used. Using the determined data values, the position of 
the mobile communication device 16 can be determined (Page 9, lines 4-6, and lines 
24-25 see also MPC 13 f FIG.4, page 9 f lines 7-25 ). 

Applicants' invention dynamically notifies a mobile station 16 of base transceiver 
stations 1-6 suitable for position determination purposes, or of base transceiver stations 
to be excluded from the use in such determinations (page 3, lines 9-12). The suitable 
base transceiver stations have an optimal or near optimal geometry for position 
determination (Page 8, lines 4-5). 



VI. ISSUES GROUNPS OF REJECTION TO BE REVIEWED ON APPEAL 



1. Whether claims 1-8, 11-13 and 15 are anticipated by International Publication WO 
96/35306 under 35 U.S.C. §102(b). 

2. Whether claims 9, 10 and 14 are unpatentable over International Publication WO 
96/35306 in view of Kingdon et al. (U.S. Patent No. 6,138,003) under 35 U.S.C. 
§103(a). 
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VII. GROUPING OF CLAIMS 



The c l oims do not stand or foil together. 
The claims arc grouped as follows: 

Group 1: Claims 1 5 JL1 13 and 15 

Group 2: Claim 6 

Group 3: Claim 7 
Group 4: Claim 8 
Group 5: Claims 0 and 10 
Group 6: Cla i m 12 
Group 7: C l aim 1 4 
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VII*. ARGUMENT 



1. Rejection under 35 U.S.C.5102fb) Claims 1-8, 11-13 and 15 stand rejected by 
International Publication WO 96/35306 ("the '306 Publication") under 35 U.S.C. 
§102(b). The '306 Publication does not disclose or suggest each feature and element of 
Applicants' invention, according to claims 1-8, 11-13 and 15, as is required to establish 
a prima fac/ecase of anticipation under 35 U.S.C. §102(b). 

It is well settled that a claim is anticipated "only if each and every element as set forth 
in the claim is found, either expressly or inherently described, in a single prior art 
reference." (See CHISOLM , Federal Circuit Guide, Pg. 1221). A reference only 
anticipates a claim if the reference discloses every element of the claims. Scripps Clinic 
& Res. Found, v. Genentech. Inc. f 927 F.2d 1565, 1576 (Fed. Or. 1991); 18 USPQ2d 
1001. The lack of or absence from the reference of any one of the claimed features of 
the invention will negate anticipation. Kloster Speedsteel AB v. Crucible Inc. . 793 F.2d 
1565, 1571 (Fed. Cir. 1986); 230 USPQ 81. 

Applying this standard to the '306 Publication it becomes clear that the '306 Publication 
does not teach and lacks significant elements recited in independent claims 1, 7 and 8. 
For example, there is no provision in the system of the '306 Publication to provide a 
pre-determined list in accordance with geometrical requirements for position 
determination. The '306 Publication does not disclose or suggest precision location 
determination where the coarse position of a mobile station 16 is used as input data to 
select the correct pre-determined list of base transceiver stations to be used for location 
determination, and in which the lists of base transceiver stations are generated on the 
basis of geometrical considerations in order to provide advantageous angles for the 
precise location determination. 

Equivalent language is contained in claims 7 and 8. Since these elements of Applicants' 
invention do not form any part of the system of the '306 Publication, there would be no 
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infringement, if the 306 Publication was later. Therefore, the 306 Publication does not 
support the rejection by the Examiner based on anticipation. 

A. CLAIMS 1, 7, AND 8 

Claim 1 is directed to determining the position of a mobile communications device 
within a cellular network. To this end, Applicants' invention transmits data to the 
mobile communication device from the cellular network. The data identifies to the 
mobile communication device a "pre-determined list of radio channels corresponding to 
respective radio transmitters of the cellular network." As recited in c l a i ms claims 1, 7 
□nd 8 7 and 8 , the list is determined beforehand on the basis of the approximate 
position of the mobile communication device and in accordance with geometrical 
requirements for position determination . This is not disclosed or suggested by the 306 
Publication. The 306 Publication deals with cellular radio location. In the 306 
Publication, each base station holds information relating to itself and "six nearby base 
stations." (Page 9, lines 15-17). The information or data includes the radio frequency 
of each base station's (B-G) BCCH. This information allows the mobile unit to 
periodically sample the signal quality of each base station's BCCH. "Handovers" can 
then take place based on the results of the sampling (page 9, lines 19-23). This is not 
the same as the "pre-determined list" from Applicants' invention. 

In the 306 Publication, only four of the "nearby base stations" are used (Page 9, lines 
16-18). The "four in question" are the ones "providing the strongest signal at the 
mobile unit M." (Page 9, lines 18-19). Although the Examiner equates the "information" 
being held by each base station in the 306 Publication with the "pre-determined" list 
claimed by Applicants, that is not the case. 

In the 306 Publication, the four "nearby" base stations are the ones providing the 
strongest signals. This necessarily implies that the signals must be periodically sampled 
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to determine which are the strongest. Signal strength can vary due to any one of a 
number of factors. This is not the same as what is claimed by Applicants. 

In accordance with the present application, there is a pre-determined list for each 
geometrical location. Therefore, the same pre-determined list will be sent to a mobile 
host residing in the same location independently of any conditions related to signal 
strength, such as for example time or weather. The pre-determined list of the present 
application is generated beforehand for each geometrical position. The list takes into 
account geometrical requirements for position determination (see page 8, lines 4 to 5 of 
the present application). Therefore, it should be easier to get more accurate results by 
using the method of the present application. These geometrical aspects are not 
disclosed or suggested by the '306 Publication. 

In the '306 Publication, the information regarding the four "nearby" base stations 
depends on which stations are providing the strongest signals. Thus, the "information" 
in the '306 Publication cannot be "pre-determined" as claimed by Applicants, but rather 
has to be determined based on signal strength. As is well known in the art, signal 
strength can vary for any one of a number of reasons. 

For example, due to the selection mechanism of the system described in the '306 
Publication, it is very clear that the base stations whose information is sent to the 
mobile unit M may vary depending, for example, on weather or other conditions. In 
other words, according to the arrangement of the system of the x 306 Publication, it may 
well be that a different set of base stations would be used for position determination at 
one moment in time than would have been used beforehand or even afterwards even if 
the mobile unit's location were exactly the same. So clearly, in the '306 Publication the 
list or information will vary, unlike Applicants' "pre-determined list." 

In Applicants' invention we dynamically notify a mobile station of base transceiver 
stations that are suitable for position determination purposes. For each base 
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transceiver station, the mobile positioning center 13 holds a "locating" list of other base 
transceiver stations suitable for determining the position of a mobile station served by 
that base transceiver station (Page 7, lines 26-31). 

Upon receipt of a positioning request, the mobile positioning center determines which 
base transceiver station is the serving base transceiver station. Once the serving base 
transceiver station is determined, the mobile positioning center selects the set of base 
transceiver stations that corresponds to the serving BTS and transmits the list to the 
mobile station (Page 7, lines 33-37). Significantly, the identified base transceiver 
stations have an optimal, or near optimal, geometry for position determination (Page 8, 
lines 4-5). This is distinct from a handover list of base transceiver stations, which is the 
focus of the A 306 Publication. 

In the system disclosed in the A 306 Publication "handover" lists are used also for 
positioning purposes. "Handovers" allow a mobile station to be handed off from one 
base transceiver station to another base transceiver station, as the mobile station 
moves, for example. The mobile station can periodically sample the signal quality of 
each BCCH and allow handovers to take place based on the results of this sampling 
(Page 9, lines 20-23). In the A 306 Publication the mobile station receives for positioning 
purposes locations of the nearby base stations and their relative offset timing 
information that enables the mobile station to perform distance measurements 
efficiently between a multitude of possible channels(Page 9, lines 26-27). This 
information has nothing to do with the pre-determined list of base stations as is claimed 
by the applicants. The "list" of base stations in the A 306 Publication is not generated 
for positioning purposes, but rather for handover, and only takes signal quality into 
account, not geometrical position. 

The "list of radio channels" according to Applicants' invention as recited in claims 1, 7 
and 8 corresponds to each approximate position having been generated beforehand 
using the geometrically best combinations coupled with practical measurements taking 
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local conditions into account for each approximate position (Page 8, line 4-5). This is 
different than using solely "handover" signal quality as in the 306 Publication, because, 
for example, two channels using a transmitting antenna on the same mast might be 
good for handover, but are absolutely useless for positioning. 

As recited in claims 1, 7 and 8, the list of radio channels is transmitted to the mobile 
communication device where the list is treated as a command, causing the mobile 
station to listen on the channels and use the "data values" related to the relative 
geometry of the mobile communication device and the radio transmitters transmitting 
the listened to channels for Observed Time Difference (OTD) measurements. The list 
can alternatively indicate channels that for geometric or other reasons should not be 
used. In Applicants' invention, such channels are included or excluded as needed. The 
results of the OTD measurements can be used to determine the position of the mobile 
communication device (Page 9, lines 4-6). 

According to Applicants' invention, the list to be sent to the mobile station is selected 
based on "the approximate position of the mobile communication device and in 
accordance with geometrical requirements for position determination." This will cause a 
more exact position to be determined. 

The '306 Publication does not disclose or suggest "causing the mobile communication 
device to listen on said identified channels, or on other channels excluding said 
identified channels, and to determine from information transmitted over the listened to 
channels data values related to the relative geometry" as recited by Applicants in claims 
1, 7 and 8. By forcing a mobile communications device to use preselected radio 
transmitters for position determination measurements, or by excluding certain radio 
transmitters, the measurement process may be optimized for any given geographical 
area (Page 3, lines 30-33). In the 306 Publication only the nearby base stations that 
provide the strongest signal at the mobile unit M are used (Page 9, lines 16-19). 
Moreover, the 306 Publication does not suggest in any way excluding certain radio 
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transmitters from position determination. Thus, since the 306 Publication does not 
disclose or suggest identifying a list of radio channels, the "list being determined on the 
basis of the approximate position of the mobile communication device," claims 1, 7 and 
8 are not anticipated. 

B. CLAIM 6 

Since the above noted features are not disclosed or suggested by the '306 Publication, 
a prima facie case of anticipation under 35 U.S.C. § 102(b) cannot be established. 
Therefore, claims 1, 7 and 8 should be allowable. 

Claim 6 is not disclosed or suggested by the 306 Publication. Claim 6 recites that the 
list of radio channels identified to the mobile device contains those channels that the 
mobile device should try to listen to in order to obtain "data" values from which the 
position of the mobile device can be determined. As noted above, in the '306 
Publication no list for positioning purposes is provided to the mobile station. Thus, the 
'306 Publication does not disclose or suggest obtaining "data values" as claimed and 
described for position determination. 

C. CLAIM 12 

Claim 12 is not disclosed or suggested by the 306 Publication. Claim 12 recites that the 
"predetermined list comprises a list of radio transmitters in the network suitable to 
determine the position of the mobile communications device being served by a serving 
radio transmitter, based on a respective location of each radio transmitter." The 
"information" in the 306 Publication is the "nearby" base stations for handover 
purposes, not radio transmitters suitable to determine the position of the mobile device. 
Thus, claim 12 cannot be anticipated. 

D. CLAIMS 2-5, 11, 13 AND 15 

Claims 2-5, 11, 13 and 15 are allowable at least in view of each respective dependency. 
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2. Claims 9-10 and 14 are not unpatentable over the '306 Publication in view of Kingdon 
et al., U.S. Patent No. 6,138,003 ("Kingdon") under 35 U.S.C. §103(a). The 
combination of the '306 Publication and Kingdon does not disclose or suggest each 
feature of claims 9, 10 and 14, and there is no motivation to combine the references as 
is required. 

In order to establish a prima facie case of obviousness under 35 U.S.C. §103(a), 

each claimed element of Applicants' invention must be disclosed or suggested by the 
combination of references. (See M.P.E.P. §2142) As noted above, the '306 Publication 
does not disclose all of the features of claim 1. Claims 9, 10 and 14 depend from claim 
1. Kingdon does not overcome the deficiencies of the '306 Publication, and the claims 
should be allowable for at least this reason^ 

There is no suggestion or motivation to modify the references as proposed bv the 
Examiner. A prima facie case of obviousness under 35 U.S.C. §103fa) reguires some 
suggestion or motivation, either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art, to modify the reference or combine 
reference teachings. There must also be a reasonable expectation of success, and the 
referenced), when combined, must teach or suggest all of the claim limitations. (See 
M.P.E.P. 52142). "Obviousness cannot be established bv combining the teachings of 
the prior art to produce the claimed invention, absent some teaching or suggestion 
supporting the combination." ACS Hospital Systems, Inc. v. Montifiore Hospital et al.. 
221 U.S.P.O. 929, 933 fCAFC 1984). Prior art references in combination do not make 
an invention obvious unless something in the prior art references would suggest the 
advantage to be derived from combining their teachings. In re Sernaker, 217 U.S.P.O. 
1, (CAFC 1983). In short to "imbue one of ordinary skill in the art with knowledge of 
the invention in suit, when no prior art reference or references of record convey or 
suggest that knowledge, is to fall victim to the insidious effect of a hindsight syndrome 
wherein that which only the inventor taught is used against its teacher." W. L Gore & 
Associates, Inc. v. Garlock. Inc., 220 U.S.P.O. 303. 312 fCAFC 1983). 
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The Examiner's proposition that Applicants' invention would be obvious as 
recited in the claims is not supported bv the factual contents of either the '306 
Publication or Kinqdon. The references themselves and/or the knowledge generally 
available to one of skill in the art does not provide the requisite motivation or 
suggestion to modify the reference as proposed for purposes of 35 U.S.C. 5103(a). 
When "the PTO asserts that there is an explicit or implicit teaching or suggestion in the 
prior art, it must indicate where such a teaching or suggestion appears in the 
reference". In re Riickaert, 28 USP02d 1955, 1957 (Fed. Cir. 1993). The Examiner has 
not provided an indication as to where any such teaching, suggestion or motivation 
appears in the references. The Examiner states that the Kingdon reference is being 
used solely for "specifically storing a pre-determined list in fa] mobile positioning 
center." However, it is respectfully submitted that the list in Kingdon is not the same as 
the pre-determined list of Applicants' invention. Kingdon has a list of valid agencies 
that can request positioning information. Kingdon does not teach a pre-determined list 
determined beforehand on the basis of the approximate position of the mobile 
communication device and in accordance with geometrical reguirements for position 
determination. Absent such a teaching, it is submitted that a prima facie case of 
obviousness over the '306 Publication in view of Kingdon under 35 U.S.C. 5103(a) is not 
established. 

Thus, it is submitted that it would not have been obvious to a person skilled in the art 
to apply the teachings of Kingdon to an actual positioning process. On the contrary, 
starting from the '306 Publication and taking the teachings of Kingdon into account, a 
person skilled in the art would have come up with a positioning solution according to 
the '306 Publication, wherein it is additionally verified that a request by an agency to 
determine the positioning of a mobile device bv a reguestor is allowable, bv comparing 
the requesting agency to a list of approved agencies. r 
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A. CLAIM 9 



Furthermore, Claim 9 recites that the pre-determined list is stored in a central element 
for each respective radio transmitter in the cellular network. The '306 Publication in 
view of Kingdon does not disclose or suggest this feature of Applicants' invention. The 
Examiner states that Kingdon teaches storing in a central element a pre-determined list 
for each respective radio transmitter. This is not an accurate statement with respect to 
Applicants' invention. The Examiner is right in that Kingdon teaches storing a pre- 
determined list in a central element. However, the pre-determined list of Kingdon is 
unlike Applicants'. In Kingdon, the list is a list of valid agencies , which are authorized to 
position mobile devices (Column 4, rows 57-66), and not a list of radio channels as 
recited in claim 1 of Applicants' invention. In Kingdon, the local or home MPC 270 must 
verify the identity of the requesting agency 280 and the authority of that agency 280 to 
request positioning (Column 4, lines 59-61). Kingdon teaches using a pre-determined 
list of agencies (location nodes) stored within a database or mobile identities, which can 
be cross-checked against a list of agencies that are allowed to position each mobile unit 
(Column 4, lines 62-66 and Column 5, lines 12-25). Kingdon does not even mention a 
pre-determined list of radio-channels for position determination. Rather, the "list" in 
Kingdon is merely for verification purposes, and not positioning. Further, Kingdon does 
not teach transmitting to a mobile communication device data related to the pre- 
determined list. Instead, in Kingdon, the pre-determined list is used for evaluating. The 
list is only used to determine whether an agency is allowed to position a mobile device. 
The actual positioning of the mobile device is conducted only after that, but unlike 
Applicants' invention, the data from this list is not transferred to the mobile device. 
Kingdon does not teach a specific way to position the mobile device. Thus, neither the 
'306 Publication nor Kingdon discloses or suggests each feature of Applicants' invention 
as recited in claim 9. Therefore, a prima facie case of obviousness over claim 9 cannot 
be established. 
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B. CLAIM 14 



Claim 14 is also not disclosed or suggested. Claim 14 recites that the pre-determined 
list of radio channels corresponding to radio transmitters is independent of a signal 
transmission strength between each radio transmitter and the mobile communications 
device. This is not disclosed or suggested by the 306 Publication in view of Kingdon. 
The Examiner notes, on page 5 of paper No. 22 (April 14, 2003), the 306 Publication 
does not teach the features recited in claim 14. However, neither does Kingdon. 
Column 6, line 64 to Column 7, line 37 merely describes obtaining positioning data from 
the serving BTS, and using positioning methods based on triangulation or obtaining 
timing advance values. There is no disclosure or suggestion that the "list of agencies 
(location nodes) stored within a database 275" is independent of a signal transmission 
strength between each radio transmitter and the mobile communications device 
(Column 4, lines 62-65). 

Additionally, Applicants also oubm i t that there is no suggest i on or motivation to 
mod i fy the references as proposed by the Examiner. A prima facie case of obviousness 
under 35 U.S.C. § 103(a) requires some suggestion or motivation, cither in the 
references themselves or in the knowledge generally ava i lable to one of ordinary sk i ll in 
the art, to modify the reference or combine reference teach i ngs. There must also be a 
reasonable expectation of success, and the refcrcnce(s), when comb i ned, must teach or 
suggest aj] of the claim limitations. (Sec M.P.E.P. §21 1 2). "Obviousness cannot be 
established by combining the teachings of the prior art to produce the cla i med 
invention, absent some teaching or suggest i on supporting the combinat i on." AG S 
Hospital Systems, Inc. v. Montifiorc Hospital ct aL 221 U.S.P.Q. 020, 033 (CAFf lOfM). 
Prior art references in combination do not make an invention obvious unless someth i ng 
in the pr i or art references would suggest the advantage to be derived from combining 
their teachings. Injg_Sarigkcr, 217 U.S.P.Q. 1, (CAFC 1083). In short to "imbue one 
of ordinary skill in the art with knowledge of the invention in suit, when no prior art 
reference or references of record convey or suggest that know l edge, is to fa l l victim to 
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the insidious effect of □ hindsight syndrome wherein that which only the i nventor taught 
is used oqoinst its teacher." W. L Gore & Associat e s, Inc. v. Gorlock, Inc. . 220 U.S.P.O. 
303, 312 (CAFC 1083). 

The Examiner's proposition that Applicants' i nvention wou l d be obvious as 
recited in the claims is not supported by the factua l cont e nts of cither the '306 
Publication or K i ngdon. — The references themselves and/or the know l edge generally 
available to one of skill i n the art docs not provide the requisite motivation or 
suggestion to mod i fy the reference as proposed for purposes of 35 U.S.C. § 103(a). 
When "the PTO asserts that there is on explicit or i mplic i t teaching or suggest i on i n the 
pr i or art, i t must ind i cate where such a teaching or suggestion appears in the 
reference". In re R i ickocrt . 2 8 USPQ2d 1055 f 1057 (Fed. Gr. 1003). The Fvnminor 
not prov i ded an indication as to where any such teaching, suggest i on or mot i vation 
appears in the references. The Examiner states that the Kingdon reference i s being 
used so l e l y for "specif i cally storing a pre determined l ist i n [a] mobile position i ng 
center." H owever, i t is respectfully submitted that the list in K i ngdon is not the some as 
the pre determined list of App l icants' invent i on. Kingdon has a list of valid agenc i es 
that can request position i ng i nformation. Kingdon docs not teach a pre determined l i st 
determined beforehand on the basis of the approx i mate position of the mobile 
commun i cation dev i ce and i n accordance w i th geometrical requ i rements for position 
determination. — Absent such a teaching, it is submitted that a prima facie case of 
obviousness over the '306 Publ i cation in v i ew of K i ngdon under 35 U.S.C. 5103(a) is not 
established. 

Thus, it is submitted that it wou l d not hove been obv i ous to a person skilled in 
the art to apply the teachings of Kingdon to on actual pos i t i oning process. On the 
contrary, start i ng from the '306 Publicat i on and taking the teachings of K i ngdon into 
account, a person skilled in the art would hove come up with a pos i tioning so l ution 
according to the '306 Publication, wherein it is addit i onally verified that a request by an 
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agency to determ i ne the posit i oning of a mobi l e device by a requestor i s al l owab l e, by 
comparing the requesting agency to a list of approved agenc i es. 



3. CONCLUSION 

Therefore, in view of the foregoing it is respectfully submitted that claims 1-8, 11-13 
and 15 are not anticipated by the 306 Publication and that claims 9, 10 and 14 are not 
unpatentable over the 306 Publication in view of Kingdon. 

A check i n the amount of $320 is enc l osed herewith for the appeal brief fee. The 
Commiss i oner i s hereby authorized ' to charge payment for any additional' fees 
associated with th i s communicat i on or credit any over payment to Deposit Account No. 
16 13 5 0 . 

Respectfully subm i tted , 



Gcza C. Z i eg l cr, Jr . Date 

Reg. No 41 0,01 

Herman & Green, LLP 
125 Post Road 
Fairfield, CT 06821 
(203) 259 1800 Ext. 131 
Customer No -.2512 

CERTIFICATE OF MAILING 

I hereby certify that this correspondence is being deposited 'w i th the United States 
Postal Service on the date i nd i cated below as f i rst class mail in an enve l ope addressed 

2 2 



to the Commissioner of Patents, P.O Box 1150, Alexandria yA 22313 1 1 50 Attent i on- 
BOARD OF PATENT APPEALS AND INTERFERENCES 



Date: Signature- 



Person Mok i n ' 
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IX, APPENDIX OF CLAIMS V III. CLAIMS APPENDIX 

The texts of the c l a i ms i nvo l ved i n the appeal ore: 



1. A method of determining the position of a mobile communications device within a 
cellular network, the method comprising the steps of: 

transmitting data to the mobile communication device from the cellular network, 
said data identifying to the mobile communication device a pre-determined list of 
radio channels corresponding to respective radio transmitters of the cellular 
network, said pre-determined list having been determined beforehand on the 
basis of the approximate position of the mobile communication device and in 
accordance with geometrical requirements for position.determination; and 

causing the mobile communication device to listen on said identified channels, or on 
other channels excluding said identified channels, and to determine from 
information transmitted over the listened to channels data values related to the 
relative geometry of the mobile communication device and the radio transmitters 
transmitting the listened to channels; and 

determining the position of the mobile communication device using said determined 
data values. 
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2. A method according to claim 1, wherein said transmitters are provided by 
respective base transceiver stations and the data transmitted to the mobile device 
identifying the list of radio channels comprises a set of radio channel numbers known to 
the mobile device. 

3. A method according to claim 1, wherein said data values are time relationship 
values related to the transmission delay times between the mobile device and the radio 
transmitters transmitting the listened to channels. 

4. A method according to claim 3, wherein the time relationship values are 
Observed Time Differences (OTD) each being the difference between the transmission 
delay time between the mobile device and one of the radio transmitters transmitting the 
listened to channels, and the transmission delay time between the mobile device and a 
radio transmitter of a base transceiver station currently serving the mobile device. 

5. A method according to claim 3, wherein said time relationship values are sent by the 
mobile communications device to the network where said determining step is carried 
out. 



6. A method according to claim 1, wherein the list of radio channels identified to 
the mobile device contains those channels which the mobile device should try to listen 
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to in order to obtain said data values from which the position of the mobile device can 
be determined. 

7. Apparatus for determining the position of a mobile communications device within a 
cellular network, the apparatus comprising: 

a base transceiver station for transmitting data to the mobile communication device 
from the cellular network, said data identifying to the mobile communication 
device a pre-determined list of radio channels corresponding to respective radio 
transmitters of the cellular network, said pre-determined list having been 
determined on the basis of the approximate position of the mobile 
communication device and in accordance with geometrical requirements for 
position determination; 

a radio receiver at the mobile communication device for listening on said identified 
channels, or on other channels excluding said identified channels; 

first signal processing means coupled to said radio receiver for determining from 
information transmitted over the listened to channels data values related to the 
relative geometry of the mobile communication device and the radio transmitters 
transmitting the listened to channels; and 
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second signal processing means for computing the position of the mobile 
communication device using said determined data values. 

8. A mobile communications device comprising: 

a radio receiver for receiving data transmitted from a servicing base transceiver 
station of a cellular radio network, said data identifying to the mobile 
communication device a pre-determined list of radio channels corresponding to 
respective radio transmitters of the cellular network, and said pre-determined list 
having been determined on the basis of the approximate position of the mobile 
communication device and in accordance with geometrical requirements for 
position determination, and said radio receiver being arranged to listen on said 
identified channels, or on other channels excluding said identified channels; 

first signal processing means coupled to said receiver for determining from 
information transmitted over the listened to channels data values related to the 
relative geometry of the mobile communication device and the radio transmitters 
transmitting the listened to channels; and 

a radio transmitter for transmitting said determined data values to said serving base 
transceiver station. 
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9. The method of claim 1 further comprising the step of storing in a central element a 
pre-determined list for each respective radio transmitter in the cellular network. 

10. The method of claim 9 wherein the central element is a mobile positioning center. 

11. The method of claim 1 further comprising the step of causing the mobile 
communications device to use pre-selected radio transmitters in the cellular network for 
position determination measurements. 

12. The method of claim 1 wherein the pre-determined list comprises a list of radio 
transmitters in the network suitable to determine the position of the mobile 
communications device being served by a serving radio transmitter, based on a 
respective location of each radio transmitter. 

13. The method of claim 1 wherein each radio transmitter in the network has a 
corresponding pre-determined list of associated radio transmitters in the network. 

14. The method of claim 1 wherein the pre-determined list of radio channels 
corresponding to radio transmitters is independent of a signal transmission strength 
between each radio transmitter and the mobile communications device. 
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15. The method of claim 1 further comprising the step of pre-storing the pre- 
determined list of radio channels by associating other radio transmitters based on 
position with a selected serving radio transmitter, wherein each radio transmitter in the 
network has an associated stored pre-determined list. 
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IX. EVIDENCE APPENDIX 

Not Applicable. 



X. RELATED PROCEEDING APPENDIX 

Not Applicable. 
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